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DETAILED ACTION 

Claims 1 - 81 are pending in this application. Claims 1 - 81 are rejected under 
35 USC § 112, 2 nd paragraph, 101, double patenting, and 103(a). 

Claim Objections 

1 . The claims are objected to because the lines are crowded too closely together, 
making reading difficult. Substitute claims with lines one and one-half or double spaced 
on good quality paper are required. See 37 CFR 1 .52(b). 

2. Claim 36 is objected to because of the following informalities: the term "at least 
five y ears" should be written "at least five years". Appropriate correction is required. 

3. Claim 44 is objected to under 37 CFR 1 .75(c) as being in improper form because 
it is a multiple dependent claim Multiple dependent claims are only allowed in the 
alternative form (e.g. The method of claim 56 or claim 28 . . .). The claim as written 
depends upon both claims 56 and 28. See MPEP § 608.01 (n). Accordingly, claim 44 is 
not been further treated on the merits. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1 - 3, 5, 6, 10, 15, 17, 19, 20,28, 30, 32, 33, 37, 44, 46, 48, 50, 51, 55, 
64, 66, 68, 69 and 73 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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6. Claims 1,15, 28, 46, and 64 recite the term "linked to the credit of the sponsor". 
The concept of linking is vague because it does not decisively state whether the function 
allowed is actually performed; the metes and bounds of the claim are not clearly set out. 

For the purposes of examination, the term "linked to the credit of the sponsor" will 
be interpreted as being not further limiting. Appropriate correction is required. 

7. Claims 1, 10, 15, 37, 55 and 73 recite the term "obligating". The concept of 
obligating is vague because it does not decisively state whether the function allowed is 
actually performed; the metes and bounds of the claim are not clearly set out. 

For the purposes of examination, the term "obligating" and subsequent related 
language will be interpreted as being not further limiting. Appropriate correction is 
required. 

8. Claims 15, 28, 46, and 64 recite the term "obligated to sell/ provide/ transfer, 
etc". The concept of "being obligated" is vague because it does not decisively state 
whether the function allowed is actually performed; the metes and bounds of the claim 
are not clearly set out. 

For the purposes of examination, the term "obligated to" and subsequent related 
language will be interpreted as being not further limiting. Appropriate correction is 
required. 

9. Claim 1 recites the term "arranging for the first trust to sell securities". The 
concept of arranging is vague because it does not decisively state whether the function 
allowed is actually performed; the metes and bounds of the claim are not clearly set out. 

For the purposes of examination, the term "arranging for the first trust to sell 
securities" will be interpreted as being not further limiting. Appropriate correction is 
required. 
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10. Claims 1, 3, 15, 17, 28, 30, 46, 48, 64, and 66 recite the term "with respect to" a 
sponsor, directors and officers, and/ or a first and second trust. The concept "with 
respect to" is vague because it does not decisively state the connection to the object of 
the preposition (i.e. a sponsor, directors and officers, and a first and second trust); the 
metes and bounds of the claim are not clearly set out. 

For the purposes of examination, the terms "with respect to" and subsequent 
related language will be interpreted as being not further limiting. Appropriate correction 
is required. 

1 1 . Claims 2, 17, 30, 48, and 66 recite the limitation "if the first interval passes in the 
absence of a credit event with respect to the sponsor". This is a conditional limitation 
such that if the condition does not hold true, no limitation is claimed. 

For the purposes of examination, the terms "if the first interval passes in the 
absence of a credit event with respect to the sponsor" and subsequent related language 
will be interpreted as being not further limiting. Appropriate correction is required. 

12. Claims 5, 6, 19, 20, 32, 33, 50, 51, 68, and 69 recite term "of the value". There 
is insufficient antecedent basis for "the value" in the claim. It is not clear to the Examiner 
if the Applicant is referring to the "first value", or some other value. 

For the purposes of examination, the will be interpreted as being not further 
limiting. Appropriate correction is required. 

13. Claim 44 is rejected because it refers to both claims 56 and claim 28 but not in 
the alternative form. The Examiner is unclear what the Applicant is trying to claim. 

For the purposes of examination, the claim will be interpreted as being not further 
limiting. Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 

14. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

15. Claims 1 - 81 are directed to non-statutory subject matter. 

16. Claims 1-81, method claims, are rejected under 35 U.S.C. §101 because, in 
order to comply with §1 01 a process/ method must (1 ) be tied to a particular machine or 
apparatus, or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. 

The methods recited in the claims fail to (1) be tied to a particular machine or 
apparatus, or (2) transform underlying subject matter to a different state or thing. 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972). 

There is no recitation within the claims to indicate that the steps that comprise 
the method are nothing but mental steps performed within the mind of a person. Thus, 
to qualify as a § 101 statutory process, the claim should positively recite the other 
statutory class (the thing or product) to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter 
that is being transformed, for example by identifying the material that is being changed 
to a different state. 

17. Claims 1 - 81 are also rejected under 35 U.S.C. §101 because, although they 
claim a method as such, they are directed to a "contract" which is not one of the four 
statutory classes (i.e. a "contract" is neither a process, machine, manufacture, nor 
composition of matter). 
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Double Patenting 

18. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 
245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ619 (CCPA 1970). 

19. A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. 
The filing of a terminal disclaimer cannot overcome a double patenting rejection based 
upon 35 U.S.C. 101. 

20. Claims 1 - 81 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-81 of copending Application No. 10/711,810. This is 
a provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Claim Rejections - 35 USC § 103 

21 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 
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22. Claims 1 - 6, 1 0 - 20, 24 - 33, 37 - 51 , 55 - 69, and 73-81 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Ball (US Patent No. 6,278,983) in view of 
Ross (US Pub. No. 2003/0009406). 

23. Regarding claim 1, Ball teaches: 

• establishing a first and second trust [see at least column 2 line 1 - 10] - 
Examiner interprets first invested account and second uninvested account as 
analogous to Applicant's trust accounts; 

• arranging for the first trust to sell securities [see at least column 2 lines 1 1 - 
28]; 

• obligating the first trust to transfer a first portion of the first value to the 
second trust in the event of a credit event [see at least column 4 lines 42 - 
49, column 5 lines 18-61]; 

Ball does not explicitly disclose: 

• in the event of the credit event, obligating the second trust to provide 
indemnification and defense services for the directors and officers, the 
indemnification and defense services paid for by the first portion of the first 
value. 

However, Ross teaches a method for conducting a transaction by setting an 
initial yield for an obligation issued by an issuer [0006]. He further discloses offering a 
trustee a reasonable indemnity against costs and liabilities [see at least 0204]. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the instant invention to modify Ball's disclosure to include indemnification to 
trustees as taught by Ross because doing so offers protection to trustees in the event of 
default [Ross 0201 - 0204]. 
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24. Regarding claims 15, 28, 46, and 64 are substantially equivalent to claim 1 in 
that Ross teaches: 

• transferring second value from the sponsor to the first trust, said second 
value selected to induce sale of the securities (claim 15) 

• by an director or officer, receiving indemnification and defense services from 
the second trust, the indemnification and defense services paid for by the first 
portion of the first value (claim 28); 

• by an director or officer, making a claim for indemnification and defense 
services from the second trust, the indemnification and defense services paid 
for by the first portion of the first value (claim 46); 

• managing indemnification and defense claims from directors or officers made 
with respect to indemnification and defense services from the second trust, 
the indemnification and defense services paid for by the first portion of the 
first value (claim 64) 

as discussed above in the rejection of claim 1 . In turn, these claims are rejected 
for the same reasons. 

25. Regarding claims 2, 16, 29, 47, and 65, Ross teaches: 

• the credit event is bankruptcy of the sponsor [see at least 0189 - 0194] 

In turn, these claims are rejected for the same reasons as the claims on which 
they depend. 

26. Claims 3, 4, 17, 18, 30, 31, 48, 49, 66, and 67 are not further limiting to the 
claims upon which they depend. In turn, these claims are rejected for the same reasons. 

27. Regarding claims 5, 6, 19, 20, 32, 33, 50, 51, 68, and 69, Ball teaches: 

• second portion of the first value comprises more than half of the value, and 
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• second portion of the first value comprises at least two-thirds of the value 
[see at least column 2 lines 28 - 52] - Examiner notes that Ball exemplifies 
different percentages distributions based on different scenarios. 

28. Regarding claims 10 - 14, 24 - 27, 37 - 45, 55 - 63, and 73-81, the limitations 
including: 

• provision of the indemnification and defense services to a charity. 

• second value selected to induce sale of the securities 

• repletion of steps 

• indemnification and defense services comprise legal defense. 

• indemnification and defense services comprise payment of claims. 

• indemnification and defense services comprise payment of monies in 
settlement of claims. 

• the first later time is a year later, and the second later time is a year after the 
first later time. 

are statements of intended use. Such statements render the claims not further 

limiting. 

The subject matter of a properly construed claim is defined by the terms that limit 
its scope. It is this subject matter that must be examined. As a general matter, the 
grammar and intended meaning of terms used in a claim will dictate whether the 
language limits the claim scope. Language that suggests or makes optional but does not 
require steps to be performed or does not limit a claim to a particular structure does not 
limit the scope of a claim or claim limitation. The following are examples of language that 
may raise a question as to the limiting effect of the language in a claim: 

(A) statements of intended use or field of use, 

(B) "adapted to" or "adapted for" clauses, 
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(C) "wherein" clauses, or 

(D) "whereby" clauses. 

This list of examples is not intended to be exhaustive. See also MPEP § 21 1 1 .04. 

29. Claims 7 - 9, 21 - 23, 34 - 36, 52 - 54, and 70 - 72 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Ball in view of Ross in further view of Official 
Notice. 

30. Regarding claims 7 - 9, 21 - 23, 34 - 36, 52 - 54, and 70 - 72, neither Ball nor 
Ross explicitly teaches: 

• the first interval is an interval greater than one year. 

• the first interval is an interval of at least three years. 

• the first interval is an interval of at least five years. 

However, Examiner takes Official Notice that one having ordinary skill in the art 
at the time of the instant invention would be aware of that fund transfers would be made 
over a period of years as related to the yield period of some obligations such as 
warrants. Warrants, usually issued along with a bond or preferred stock, entitle the 
holder to buy a specific amount of securities at a specific price, usually above the current 
market price at the time of issuance, for an extended period, anywhere from a few years 
to forever. Such practice is common place in investment practices. 
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Conclusion 

31 . The prior art of record and not relied upon is considered pertinent to Applicant's 
disclosure: 

• Sugahara: "Method for structuring a transaction", (US Patent No. 7,310,616). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ed Baird whose telephone number is (571)270-3330. 
The examiner can normally be reached on Monday - Thursday 7:30 am - 5:00 pm 
Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles R. Kyle can be reached on 571-272-6746. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ed Baird/ 

Examiner, Art Unit 3695 



/Narayanswamy Subramanian/ 
Primary Examiner, Art Unit 3695 



